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REMARKS 

In view of the following remarks, the Examiner is requested to allow Claims 1- 
19, the only claims pending and under examination in this application. 

Claim Rejections - 35 USC § 102 

The Office Action states that Claims 1-3, 5-7, 9-14 and 18-19 are rejected 
under 35 USC § 102(b) as being anticipated by Tisone et al. (US Patent No. 
6,063,339). 

The claimed invention is drawn to a method of fabricating multiple chemical 
arrays on a substrate that includes (1) moving drop deposition head in a direction 
along the rows of a first array set, and (2) then moving the head in an opposite 
direction along the rows of a second array set without intervening movement of the 
head in the opposite direction over all of the first array set. In the claimed methods, 
the first and second array sets are in the process of being fabricated. In addition, the 
claimed steps can be reiterated for each remaining row of array sets being fabricated 
on the substrate. 

With regard to anticipating the claimed invention, the Examiner asserts that 
Tisone et al. disclose a method of fabricating multiple arrays on a substrate as 
claimed in Claim 1 of the present application (the only independent claim). In 
making this rejection, the Examiner cites Figures 6 and 10E for schematically 
disclosing fabricating multiple arrays on a substrate using bi-directional drop 
deposition, col. 8 lines 27-34 for disclosing on-the-fly printing, col. 14 lines 55-65 for 
disclosing bi-directinal printing, and coL 22 line 63 to col. 23 line 12 and Figure 6 for 
disclosing bi-directional printing of multiple arrays on a single substrate. 

As discussed below, the Applicants submit that Tisone et a l. fails to disclose 
fabricating multiple chemical arrays on a single substrate as claimed in Claim 1 of 
the subject application. 

As stated in Tisone et al., Figure 6 illustrates "depositing an array or patt ern of 
reagent onto a substrate" (col. 5, lines 61-62). In other words, Figure 6 shows the 
deposition of a single reagent in a single arr ay on a single substrate. There is no 
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teaching or suggestion that multiple arrays are deposited on a single substrate in 
Figure 6 or in the passages cited by the Examiner. 

Figure 10E of Tisone et al. is a schematic "illustrating an example of dot array 
mapping... such for mappin g one or more m icro-well plates onto a slide or other 
substrate " (col. 6, lines 26-29). In other words, reagents present in multiple well 
plates are deposited in a single array on a single substrate . However, there is no 
teaching or suggestion in Tisone et al. to map and deposit the reagents contained in 
the multi-well olate(s) in multiple arrays on a single substrate as is claimed in the 
present invention. 

As such, the Applicants submit that Tisone et al. fails to disclose each and, 
every limitation of the claimed invention of the subject application, which is required 
for a prior art reference to anticipate an invention. Specifically, Tisone et al, fails to 
disclose fabricating mul ti ple chemical arrays on a single substrate. Therefore, 
withdrawal of the rejection of Claims 1-3, 5-7, 9-14 and 18-19 under 35 USC § 
102(b) is respectfully requested. 

The Examiner has rejected Claims 1-16 and 18-19 as being anticipated by 
Webb et al. (US Patent No. 6,613,893) and Claims 1-19 as being anticipated Webb 
et al, (US Patent No. 6,599,693) under 35 USC § 102(e). 

The claimed invention is drawn to a method of fabricating multiple chemical 
arrays on a substrate that includes (1) depositing reagent from a drop deposition 
head moving in a direction along the rows of a first array, and (2) depositing reagent 
from the drop deposition head moving in an opposite direction along the rows of a 
second array set without intervening movement of the head in the opposite direction 
over all of the first array set . In other words, the method is drawn to bi-directional 
deposition of reagent from a deposition head while printing multiple microarrays on a 
single substrate. 

In previous arguments, the Applicants asserted that the Webb et al. patents 
failed to teach or suggest bi-directional de p osition in the fabrica tion of arrays on a 
substrate , However, the Examiner states that this is not persuasive. In supporting 
this position, the Examiner cites col. 8 lines 46-50 of the '693 patent which reads: "In 
this manner, head system 210 can be scanned line by line, by scanning along a line 
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over the substrate 10 in the direction of axis 204 using transporter 100, while line by 

line movement of substrate 10 in a direction of axis 63 is provided by transporter 60." 

The Examiner is thus interpreting the phrase "line by line' 1 as meaning that the 

deposrton of reagent onto the substrate occurs as the deposition head moves in 

either direction, i.e. in a bi-directional manner. 

The Applicants have carefully reconsidered both of the Webb et al. patents 

and maintain that thev provide no teaching or suggestion of bi-directional deposition 

nf reag ent onto a substrate in the fabric ation of arrays. 

First, the Applicants wish to emphasize that the simple recitation of "line by 
line" in this passage in no way makes clear that deposition of reagents on the 
substrate is done in a bi-directional manner. As a general illustration of this point, 
consider the act of reading. Each line of text is scanned by the reader from left to 
right in succession, necessarily having the intervening step of returning from the right 
of a scanned line to the left of the next fine to be scanned. While there is no 
scanning that occurs in the return step, the process of reading is still a "line by line" 
process. Therefore, the Applicants submit that the recitation of "line by line" in 
describing anv process does not mean "in a bi- directional manner" unless it is 
gyprfcftsl y defined as such . 

In searching the Webb et al. patents for an express definition of "line by line", 
the Applicants found the following in the '893 patent (coL 8 lines 40-58): 

First, while head system 21 0 remains stationary in a same position in the first 
direction (that is, while head system 210 does not move in first direction 63a), it is 
moved in second direction 204a with multiple sets of drops being deposited by 
dispenser row E. That is, a drop is deposited from each of dispensers 4, 3, 2, and 
1 of dispenser set E, in that order, as each of those dispensers passes in turn 
over the positions for features 4, 3, 2, 1 in row 1 5a of array column 9a. This is 
repealed in row 15a of array columns 9b, 9c as head system 210 continues to 
travel in the second direction 21 0a with respect to substrate 10. Head system 
210 is then returned to the left as viewed in FIG. 4. T he result of such a "first 
pass" of head system 210, is drops deposited at feature locations of a first row 
1 5a for each of three arrays to be formed in a row 14a of arrays (see FIG. 4G), 
Each part of FIG. 4 shows the results of an additional pass after return of head 
system 210 in a direction opposite second direction 204a but before further 
advancement of head system 210 in first direction 63a for the next pass. 
(empahsis added) 

This passage clearly states that the deposition head is returned to the left 
after the "first pass" deposition step without depositing reagent in the process. 

In the '693 patent, the head 210 is moved in multiple passes in the direction of 
arrow 204a. which direction is uni-directional as clearly in dicated in Figure 4. This is 
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the only indication of the movement of the deposition head while depositing reagent 
in this reference. Accordingly, to achieve "line by line" deposition, the head must be 
moved in the opposite direction of arrow 204a over the features deposited before 
initiating the next deposition pass, which would occur in the direction of arrow 204a. 
In other words, the '693 patent does not define "line by line" deposition as being bi- 
directional. 

Therefore, "line by line" deposition as defined in the Webb patents means 
deposition in one direction (e.g., left to right), return of the deposition head without 
concurrent deposition of reagent (e.g., from right to left) and the initiation of the next 
line of deposition in the same direction as the first (e.g., left to right). 

Accordingly, the Webb et at. patents clearly do not describe a method of array 
fabrication that includes (1) depositing reagent from a drop deposition head moving 
in a direction along the rows of a first array, and (2) depositing reagent from the drop 
deposition head moving in an opposite direction along the rows of a second array set 
without intervening movement of the head in the oppos ite direction over all of the first 
array set as is claimed in the subject application. 

Because the Webb et al. patents fail to teach or disclose each and every 
fttement of the claimed invention (i.e., bi-directional deposition of reagent from a 
deposition head), the Applicants respectfully request that the rejections of Claims 1- 
19 under 35 USC § 102(e) be withdrawn. 

Claim Rejections - 35 USC § 103 
The Office Action states that Claims 1-15 and 18-19 are rejected under 35 
U.S.C. § 103(a) as being obvious over Caren et al. (US Patent No. 6,323,043) in 
view of Tisone et al. (US Patent No. 6,063,339). 

The claimed invention of the present application is drawn to a method of 
fabricating multiple chemical arrays on a substrate that includes (1) depositing 
reagent from a drop deposition head moving in a direction along the rows of a first 
array, and (2) depositing reagent from the drop deposition head moving in an 
opposite direction along the rows of a second array set without intervening 
movement of the head in the opposite direction over all of the first array set. 
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The Examiner asserts that Caren et al. disclose methods for fabricating 
multiple chemical arrays on a substrate. While the Examiner notes that Caren et at. 
teach dispensing "line by line", the Applicant's submit that there is no teaching that 
this encompasses bi-directional reagent deposition (see discussion above regarding 
line by line"). 

To fill this deficiency, the Examiner cites Tisone et al. The Examiner asserts 
that Tisone et al. discloses bi-directional reagent deposition by a deposition head. 
However, the Applicants submit that Tisone et al. fail to teach or disclose bi- 
directional d e position of reagents in the fabrication of multiple chemical arrays . As 
such, the Applicants submit that Tisone et al. fails to fill the fundamental deficiencies 
of Caren et al. in making the claimed invention obvious. 

Therefore, because the combination of Caren et al. and Tisone et al. fajlsjo 
teach or disclose each and every element of the claimed invention, withdrawal of the 
rejection of Claims 1-15 and 18-19 under 35 U.S.C. § 103(a) is respectfully 
requested. 



Double Patenting 

The Office Action states that Claims 1-19 are rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-18 of Webb et al. (US Patent No. 6,613,893) and claims 1-19 of Webb et al 
(US Patent No. 6,599,693) in view of Tisone et al. (US Patent No. 6,063,339). 

The Examiner states that while the claims of the Webb et al. patents and the 
subject claims are not identical, they are not patentably distinct from each other. 
Specifically, the Examiner states that the unique feature of bi-directional deposition 
as claimed in the subject application was "well known at the time the claimed 
Invention was made as taught by Tisone et al". 

As discussed above, the Applicants submit that Tisone et al. fail to teach or 
disclose bi-directional deposition of reagents in the fabrication of multiple c hemical 
arrays . Therefore, the Applicants submit the claims of the present application and 
the claims in the Webb et al. patents are patentably distinct in view of Tisone et al. 
As such, withdrawal of the double patenting rejections is respectfully requested. 
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CONCLUSION 



In view of the remarks above, Applicants respectfully submit that all of the 
claims are in condition for allowance, which action is requested. If the Examiner 
finds that a telephone conference would expedite the prosecution of this application, 
please telephone Dianne Rees at (650) 485-5999. The Commissioner is hereby 
authorized to charge any fees under 37 C.F.R. §§ 1.16 and 1.17 which may be 
required by this paper, or to credit any overpayment, to Deposit Account No. 50- 
1078. 



AGILENT TECHNOLOGIES. INC. 
Legal Department, DL429 
Intellectual Property Administration 
P.O. Box 7599 
Loveland, CO 80537-0599 



Respectfully submitted, 



Date: 
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